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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on 03 May 2002 . 
2a)Q This action is FINAL. 2b)[3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) D Claim(s) 7-75 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim (s) 7-75 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)d accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)KI None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attach me nt(s) 

1 ) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 



2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) Information Disclosure Statement(s) (PTO-1449) Paper No(s) 2. 6) O Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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DETAILED ACTION 



Arrangement of the Specification 



Applicant is requested to conform the Specification to the requirements set forth 
in M.P.E.P. § 608.01(a) and 37 C.F.R. 1 .77 for arrangement of applications. 
Appropriate correction is required. 



Acknowledgment is made of applicant's claim for foreign priority based FR 
99/08647. It is noted, however, that applicant has not filed a certified copy of the 
application as required by 35 U.S.C. 119(b). 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

The essential inquiry pertaining to this requirement is whether the claims set out 
and circumscribe a particular subject matter with a reasonable degree of clarity and 
particularity. Definiteness of claim language must be analyzed, not in a vacuum, but in 
light of: 

(A) The content of the particular application disclosure; 

(B) The teachings of the prior art; and 



Priority 



Claim Rejections - 35 USC §112 
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(C) The claim interpretation that would be given by one possessing the ordinary 
level of skill in the pertinent art at the time the invention was made. See M.P.E.P. § 

2173.02. 

Claims 1-14 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The term "finely" in claim 1 is indefinite because this term is a term of degree and 
the specification fails to give a general definition, notwithstanding the examples. 
Deletion of the term will overcome the rejection. 

The term "makes it possible" in claim 1 is indefinite because it is unclear whether 
the subsequent process steps actually perform the intended conversion of aromatic 
carbamoyl fluoride to the corresponding isocyanate. 

In claims 2 and 7, the term "is at most/least equal to" is confusing. Changing the 
temperature range to between 80-1 50°C would overcome the rejection. 

In claim 8, one of ordinary skill may not know what a "solvent heel" is. The term 
"chosen" should be changed to "desired". 

In claim 9, the term "the addition" lacks antecedent in claim 1 . The examiner also 
requests that Applicant clarify the term "in the ten final 90% of the reaction duration 
taking place below 100°C". 
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In claim 10, the term "that is sP 3 hybridization" should read "is sP 3 hybridized". It 
is also unclear exactly what is "carrying two hydrogens". 

In claim 12, the term "is that carrying" is confusing. 

In claim 14, the term "the substrate" lacks antecedent basis. 

In claim 14, the term "m is 0 or a interger comprising 1 to 4" - the word 
"comprising should be deleted because integers between the numbers 1 and 4 
necessarily cannot have any more numbers, and therefore, the term comprising, 
because it is an open term, is confusing. 

Claim 15 recites advantageously, which is tantamount to "preferably". 
Description of examples or preferences is properly set forth in the specification rather 
than the claims. If stated in the claims, examples and preferences may lead to 
confusion over the intended scope of a claim. In those instances where it is not clear 
whether the claimed narrower range is a limitation, a rejection under 35 USC 112, 
second paragraph should be made. See M.P.E.P. § 2173.05(d). 

In claim 15, the intended scope of the claim is indefinite because it is unclear 
whether Applicant is claiming chlorobenzenes in general, or the specifically recited 
compounds. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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The standard for anticipation: 

"A claim is anticipated only if each and every element as set forth in the claim is 
found, either expressly or inherently described, in a single prior art reference." 
Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 
1053 (Fed. Cir. 1987). "When a claim covers several structures or compositions, either 
generically or as alternatives, the claim is deemed anticipated if any of the structures or 
compositions within the scope of the claim is known in the prior art." Brown v. 3M, 265 
F.3d 1349, 1351, 60 USPQ2d 1375, 1376 (Fed. Cir. 2001). See M.P.E.P. 2131. 

Claims 1-8, 10-15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
GB 955,898 (GB 898). 

The invention is drawn to a conversion of aromatic carbamoyl fluorides into the 
corresponding isocyanates by dehydrofluorination. The process is effected by 
dissolving or suspending it in carbamoyl fluorides, in a solvent, and heating to at least 
80 °C. The solvent should be miscible with hydrogen fluoride and is preferably a 
halogenated aromatic solvent that does not react with the carbamoyl fluoride. 

GB 898 teaches that carbamic acid fluoride, an intermediate, is converted to p- 
trifluormethylphenyl isocyanate in the presence of xylene and hydrofluoric acid. 

Based on the foregoing, GB 898 teaches each and every aspect of the rejected 

claims. 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must be. some suggestion or motivation, either in the references themselves 
or in the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 
must teach or suggest all the claim limitations. 

The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, not in applicant's disclosure. 
In re Vaec/c, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991 ). 

Claims 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over GB 898. 

Claim 9 is drawn to the process wherein, in the final 90% of the reaction, the 
molar ratio of hydrofluoric acid to aromatic isocyanate is less than 0.5. 

In example 1 of GB 989, excess hydrofluoric acid is distilled off before 
decomposition of carbamic acid fluoride. 
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Accordingly, one of ordinary skill would expect that the molar ratio of hydrofluoric 
acid to aromatic isocyanate is less than 0.5 as a result of this process. Moreover, one 
of ordinary skill would be motivated to remove hydrofluoric acid since GB 989 teaches 
that this will removes reaction products from unreacted products and small quantities of 
resinification material. See page 3, lines 87-103. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kari J. Puttlitz whose telephone number is (703) 306- 
5821. The examiner can normally be reached on Monday-Friday (alternate). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on (703) 308-4532. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
1235. 



Karl J. Puttlitz 
Assistant Examiner 




Johann R. Richter, Phl5., Esq. 
•Supervisory Patent Examiner 
Biotechnology and Organic Chemistry 
Art Unit 1621 
703-308-4532 



August 8, 2003 



